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— The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 

All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 


1 . ^ This communication is responsive to the amendment filed on 9/2/2003 . 
2 £3 The allowed claim(s) is/are 57-62 and 65-73 . 

3. □ The drawings filed on are accepted by the Examiner. 

4. |El Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a) Kl All b) □ Some* c) □ None of the: 

1 . □ Certified copies of the priority documents have been received. 

2. IE! Certified copies of the priority documents have been received in Application No. 09/253,212 . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

5. □ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application) since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 
(a) □ The translation of the foreign language provisional application has been received. 

6. Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific reference was included 
in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements noted 
below. Failure to timely comply will result in ABANDONMENT of this application. THIS THREE-MONTH PERIOD IS NOT EXTENDABLE 

7. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

8. ESI CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper No. . 

(b) □ including changes required by the proposed drawing correction filed , which has been approved by the Examiner. 

(c) E>3 including changes required by the attached Examiner's Amendment / Comment or in the Office action of Paper No. ^tfaiW a ^ 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the margin according to 37 CFR 1.121(d). 

9. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 

5D Notice of Informal Patent Application (PTO-152) 

Interview Summary (PTO-413), Paper No. attached . 
7D Examiner's Amendment/Comment 

8H<3 Examiner's Statement of Reasons for Allowance 
9D Other 

WDM 


Attach ment(s) 

1D Notice of References Cited (PTO-892) 

2\3 Notice of Draftperson's Patent Drawing Review (PTO-948) 

3D Information Disclosure Statements (PTO-1449 or PTO/SB/08), 

Paper No. 

4\Z1 Examiner's Comment Regarding Requirement for Deposit 

of Biological Material 
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DETAILED ACTION / ALLOWANCE 
Response to Amendment 

1 . Acknowledgement is made of the amendment submitted by the applicant on 

9/2/2003 (with a 3-month extension of time), in which Claims 57 - 59, 61 , 65 - 69, 
71 , and 72 were amended, Claims 63 and 64 were canceled, and Claim 73 was 
added. Claims 57 - 62 and 65 - 73 are currently pending in U.S. Application Serial 
No. 09/827,462, and an Office Action on the merits follows. 


Drawings 

2. The drawings filed on 4/6/2001 (3 sheets, 3 figures) are acceptable subject to 
correction of the informalities in Figure 3 (i.e., that the various reference characters 
in Figure 3 are hand-written, thereby making it difficult to discern which reference 
character is referring to which element in the figure). In order to avoid abandonment 
of this application, correction is required in reply to the Office Action. The correction 
will not be held in abeyance. 

INFORMATION ON HOW TO EFFECT DRAWING CHANGES 


Replacement Drawing Sheets 

Drawing changes must be made by presenting replacement figures which incorporate 
the desired changes and which comply with 37 CFR 1.84. An explanation of the 
changes made must be presented either in the drawing amendments, or remarks, 
section of the amendment. Any replacement drawing sheet must be identified in the top 
margin as "Replacement Sheet" and include all of the figures appearing on the 
immediate prior version of the sheet, even though only one figure may be amended. 
The figure or figure number of the amended drawing(s) must not be labeled as 
"amended." If the changes to the drawing figure(s) are not accepted by the examiner, 
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applicant wiii be notified of any required corrective action in the next Office Action. No 
further drawing submission will be required, unless applicant is notified. 

Identifying indicia, if provided, should include the title of the invention, inventor's name, 
and application number, or docket number (if any) if an application number has not 
been assigned to the application. If this information is provided, it must be placed on the 
front of each sheet and centered within the top margin. 

Annotated Drawing Sheets 

A marked-up copy of any amended drawing figure, including annotations indicating the 
changes made, may be submitted or required by the examiner. The annotated drawing 
sheets must be clearly labeled as "Annotated Marked-up Drawings" and accompany the 
replacement sheets. 

Timing of Corrections 

Applicant is required to submit acceptable corrected drawings within the time period set 
in the Office Action. See 37 CFR 1 .85(a). Failure to take corrective action within the set 
period will result in ABANDONMENT of the application. 

If corrected drawings are required in a Notice of Allowability (PTOL-37), the new 
drawings MUST be filed within the THREE MONTH shortened statutory period set for 
reply in the "Notice of Allowability." Extensions of time may NOT be obtained under the 
provisions of 37 CFR 1.136 for filing the corrected drawings after the mailing of a Notice 
of Allowability. 


Claim Objections 

3. The objection to Claim 72, set forth in paragraph 6 of the previous Office Action (i.e., 
the non-final Office Action mailed on 3/5/2003), is withdrawn in light of the 
applicant's amendment in which a typographical error was corrected. 


Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. The rejection of Claims 61, 62, 64, 65, 71, and 72 under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention, set forth in paragraphs 9 
- 13 of the previous Office Action, is withdrawn in light of the applicant's amendment 
and corresponding remarks. 

Allowable Subject Matter 

6. Claims 57 - 62 and 65 - 73 are allowed. 

7. The following is an examiner's statement of reasons for allowance: In allowing the 
aforementioned claims, the examiner agrees with the applicant's argument set forth 
on pages 1 1 - 14 of the REMARKS section of the response filed on 9/2/2003. 
Briefly, the applicant argues that the prior art's general appliance of a homogeneous 
coating is erroneous in some cases but correct in others, and Leyendecker et al.'s 
(i.e., the closest prior art of record, USPN 5,272,014) generic finding that an 
inhomogeneous coating is an improvement over a homogeneous coating is 
erroneous in some cases and correct in others. The applicant argues that the 
present invention (as embodied in independent Claim 57), contrary to the prior art, 
clearly recognizes and claims which cutting tools are coated homogeneously and 
which cutting tools are coated inhomogeneously for improved behavior. The 
applicant then argues that it is unobvious to recognize which tools should be coated 
homogeneously and which tools should be coated inhomogeneously and to coat 
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Art Unit: 1762 

such toois in accordance with this recognition. The examiner agrees with this 
argument, and therefore independent Cfaim 57 is allowed. Claims 58 - 62 and 65 - 
73 depend from Claim 57 and are therefore also allowed. Any comments considered 
necessary by applicant must be submitted no later than the payment of the issue fee 
and, to avoid processing delays, should preferably accompany the issue fee. Such 
submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wesley D Markham whose telephone number is (703) 
308-7557. The examiner can normally be reached on Monday - Friday, 8:00 AM to 4:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shrive Beck can be reached on (703) 308-2333. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9310. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 


Conclusion 




Wesley D Markham 

Examiner 

Art Unit 1762 
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